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DETAILED ACTION 

This office action is in response to applicant's reply filed on May 21 , 2008. 

Election/Restrictions 

Applicant's election without traverse of Group II (claims 1, 13-14, and 20-24) and 
compound B (page 21 of the specification) as the elected species, in the reply filed on 
May 21 , 2008 is acknowledged. 

Since the elected species is free of prior art, examination was expanded to the 
following species: bis[M-[(diethylphosphonio)bis(methylene)]di-Gold (CAS# 59120-29-5) 
and [M-(1,3-pheylenedi-2,1-ethynediyl)]bis(triphenylphosphine)di-Gold (CAS# 515159- 
28-1). 

Status of Claims 

Claims 1,13-14 and 20-24 are currently pending and are the subject of this office 

action. 

Claims 1,13-14 and 20-24 are presently under examination. 



Priority 

The present application is a 371 of PCT/GB04/05440 filed on 12/20/2004, and 
claims priority to foreign application UNITED KINGDOM 0329416.2 filed on 12/19/2003. 
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Claim Objections 

Claims 14 and 24 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. Applicant is reminded that only 
the species: compound B (page 21 of the instant specification), bis[M- 
[(diethylphosphonio)bis(methylene)]di-Gold (CAS# 59120-29-5) and [M-(1 ,3-pheylenedi- 
2,1-ethynediyl)]bis(triphenylphosphine)di-Gold (CAS# 515159-28-1) are under 
examination. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Schmidbaur 
et. al. (Zeitschrift fuer naturforschung teil B anorganische chemie Organische Chemie 
(1978) 33:1325-1329, cited by applicant). 

Claim 1, recites a pharmaceutical composition for the treatment of cancer, 
comprising an effective amount of a compound having two gold(l) atoms each 
covalently bonded to a carbon atom in a covalent link connecting two gold (I) atoms and 
a pharmaceutically acceptable excipient. 
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For claim 1, Schmidbaur et. al. teach a pharmaceutical composition comprising a 
compound of formula 7 (bis[M-[(diethylphosphonio)bis(methylene)]di-Gold (CAS# 
59120-29-5) see abstract and also see page 1326, second column, compound 7) which 
is encompassed by the genus of claim 1 . 

The statement in claim 1 : "for the treatment of cancer" is considered an intended 
use and does not add any new limitation to the claim. Catalina Mktg. Int'l, Inc. V. 
Coolsavings.com, Inc., 289 F.3d 801, 808, 62 USPQ2d 1781, 1785 (fed. Cir. 2002). 
"The recitation of a new intended use for an old product does not make a claim to that 
old product patentable." In re Schreiber, 44 USPQ2d 1429 (Fed. Cir. 1997). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1,13, and 20-23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Vicente et. al. (Journal of Organometallic Chemistry (2002) 663:40- 
45, in view of Schmidbaur et. al. (Zeitschrift fuer naturforschung teil B anorganische 
chemie Organische Chemie (1978) 33:1325-1329, cited by applicant). 

Claim 1 , recites a pharmaceutical composition for the treatment of cancer, 
comprising an effective amount of a compound having two gold (I) atoms each 
covalently bonded to a carbon atom in a covalent link connecting two gold (I) atoms and 
a pharmaceutically acceptable excipient. 

Claim 13 further limits claim 1, wherein the compound has the formula shown in 
claim 13. 

Claim 20 further limits claim 13, wherein L and L' are independently selected 
from the group consisting of: PR3, P(OR)3, CNR, etc. 
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Claim 21, further limits claim 20, wherein R is a substituted or unsubstituted alkyl, 
alkene, etc. 

Claim 22 further limits claim 20, wherein R is selected from the group consisting 
of methyl, ethyl, etc. 

Claim 23 further limits claim 20, wherein the ligand is PPh3. 

For claims 1,13, and 20-23, Vicente et. al. teach the compound: [M-(1 ,3- 
pheylenedi-2,1-ethynediyl)]bis(triphenylphosphine)di-Gold (CAS# 515159-28-1) (see 
compound 13 on Scheme 2, page42), which is encompassed by all the above claims. 

Vicente et. al. do not teach a pharmaceutical composition of [M-(1 ,3-pheylenedi- 
2,1-ethynediyl)]bis(triphenylphosphine)di-Gold (CAS# 515159-28-1), however at the 
time of the invention it would have been prima facie obvious to the skilled in the art to 
make a pharmaceutical composition of a known compound, since Schmidbaur et. al. 
teach that compounds containing gold(l) atoms can be useful for the treatment of 
arthritis (see abstract) thus resulting in the practice of claims 1,13, and 20-23 with a 
reasonable expectation of success. 

Conclusion 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MARCOS SZNAIDMAN whose telephone number is 
(571)270-3498. The examiner can normally be reached on Monday through Thursday 8 
AM to 6 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sharmila G. Landau can be reached on 571 272-0614. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/MARCOS SZNAIDMAN/ 
Examiner, Art Unit 1611 
September 5, 2008 



/MP WOODWARD/ 
Supervisory Patent Examiner, Art Unit 1615 



